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REMARKS 



Applicant has amended claim 12 to incorporate the limitation of claims 13, 14 and 23, 
cancelled claims 13, 14 and 23 and amended claims 15-17 to be dependent on amended claim 12. 
Therefore, amended claim 12 and dependent claims 15-22 remain ia the application. 



It is Applicant's contention that amended claim 12 incorporates only the limitations of 
original claim 12 and the limitations of claims 13, 14 and 23. No new matter has been entered and 
no new search should be required. Accordingly, it is respectfijlly submitted that this amendment 
should be entered. 



Li the above-identified Office Action, the Examiner withdrew the previoxis rejections under 
35 use 102 and 103. Therefore the sole remaining issue relates to a rejection under 35 USC 1 12. 



In rejecting the claims under 35 USC 1 12, the Examiner stated: 

Newly added claims 12-23 contain the 
condition so broadly defined (e.g. 
temperature 100-200°C and different 
solvents) , and they do not enable one 
skilled in the art to use the method without 
undue experimentation to produce the claimed 
invention. 

On page 6-7 of the Remark, the method 
claims a simultaneous use of reactants (1), 
(2) and (3) to make a specific benzedine 
mixture with a narrowly defined ratio 
according to claim 12. However, the ratio 
of each compound (4-6) in the mixture is 
controlled by thermodynamical factors (e.g. 
reactants and ratio) and connected factors 
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(e.g. reaction conditions) such as reaction 
temperature, solvents, catalysts as well as 
base or additive in this case) . Applicants 
have failed to include these critical well 
defined operating conditions in the claims 
as cited on page 3 of the previous Office 
Action dated on October 4, 2005. It is a 
critical issue because the claimed method is 
about making benzidine mixture with a 
specific ration as stated line 7-8, page 7 
of the remark not the method of making a 
mixture of the benzidine. This unique 
ration is the key test over 35 USC 102 and 
35 USC103 rejections. Therefore claims 12- 
23 are rejected over 35 USC 112 first 
paragraph. 



It is respectfully submitted that amended claim 12 and dependent claims 15-22 do not 
contain critical conditions so broadly defined (e.g. temperature of 100-200°C and different solvents), 
and the specification clearly enables one skilled in the art to use the method without undue 
experimentation to produce the claimed invention. 



To be more specific Applicant specifically includes ten examples (pages 5-14, inclusive) of 
the specification that provide specific details on the method for producing the invention. For 
example, claim 12 calls for reaction compound reacting compound 1, compound 2 and compoimd 
3... at 100-200°C. Examples, 1-10 clearly enable this claim by providing specific details including 
temperatures of 165°C, 125°C, 110°C, 120°C, 145°C, 139°C, and 190°C. Specific details of 
additives are called for in the amended claims and are also fiirther supported by the ten examples 
which include the specifics for practicing the invention. Accordingly, it is Applicant's contention 
that undue experimentation is not required to practice the claims and the range for obtaining the 
specific claimed compounds are clearly provided and supported by the specification. Therefore, the 
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rejection under 35 USC 1 12 should be wilhdrawn. In view of the fact tiiat these claims are now 
clearly distinguished over Ihe cited art and in proper form, prompt favorable action is requested. 
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Respectfully submitted. 
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